
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/786,159 



02/26/2004 



Chong-Kuk Yi 



43569 7590 09/29/2006 

MAYER, BROWN, ROWE & MAW LLP 
1909 K STREET, N.W. 
WASHINGTON, DC 20006 



P69545US0 



9153 



EXAMINER 



PASCUA, JESF 



ART UNIT 



PAPER NUMBER 



3727 

DATE MAILED: 09/29/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/786,159 


Applicant(s) 

Yl, CHONG-KUK 


Examiner 

Jes F. Pascua 


Art Unit 

3727 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

~ If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 26 February 2004 . 
2a)Q This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) £3 The specification is objected to by the Examiner. 

10) IEI The drawing(s) filed on 26 February 2004 is/are: a)D accepted or b)KI objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) EK] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEl All b)D Some * c)Q None of: 

1. [3 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Drawings 

1 . Figure 1 should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: Reference signs "19", "21" and "23" are missing. Corrected drawing sheets 
in compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
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3. The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "synthetic rubber 
material (claim 3), the "solid material" in the bottom portion of the outer pocket (claim 5), 
the "one or two strings" (claim 6), the "snapper" provided at the lower portion of the 
outer pocket (claim 7), the "plurality of sub-pockets" provided on the interior of the outer 
pocket (claim 8), the "elastic rubber band" (claim 9) and the "elastic rubber cord" (claim 
10) must be shown or the features canceled from the claims. No new matter should be 
entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
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Specification 

4. The abstract of the disclosure is objected to because the numbering of the 
elements should either be in parenthesis or deleted from the abstract. Correction is 
required. See MPEP § 608.01(b). 

5. The use of the trademark VELCRO has been noted in the abstract, written 
disclosure and claims of this application. It should be capitalized wherever it appears 
and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 4, 7 and 10 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The specification fails to provide an adequate 
written description of the handle frames being made of plastic or metallic material, a 
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snapper provided at the lower portion of the outer pocket and an elastic rubber cord 
inserted into an edge of the entrance of the shopping bag. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1, line 2, "chopping" should be changed to -shopping-. 

In claim 1 , line 4, the phrase "more than at least two" is vague. It is unclear if 
applicant is claiming more than two fixing frames or at least two fixing frames. 
Clarification is requested. 

In claims 1 and 2, the "handle frame" has not been structurally defined to warrant 
the language "each one side of both handle frames". 

In claims 1 and 2, a plurality "handle frames" has not been previously set forth to 
warrant the language "both the handle frames". 
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In claims 1 and 7, use of the trademark VELCRO is indefinite and should be 
replaced with its generic terminology. 

In claim 3, the "fixing frame" has not been structurally defined to warrant the 
language "the interior of the fixing frame". 

In claim 10, it is unclear if the "elastic rubber cord" is the same element as the 
"elastic rubber band" in the claim from which claim 10 depends. Clarification is 
requested. 

Claims that have not been specifically mentioned are rejected since they depend 
from claims rejected under 35 U.S.C. § 112, second paragraph. 

Claim Rejections ■ 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 1-4, 6 and 8-10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 5,531 to Strom and U.S. Patent No. 2,436,646 to 
Henne. 



Application/Control Number: 1 0/786, 1 59 Page 7 

Art Unit: 3727 

Strom discloses the claimed device, especially the bag having interengaging 
handle frames with fixing frames, for fixing it to a shopping cart. However, Strom does 
not show the bag having a coin storing port. Henne discloses that it is known in the art 
to provide a coin port on bag frames. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide the handle frame 
of Strom with the coin port of Henne, in order to store coins. 

Regarding claim 3, Strom and Henne disclose the claimed invention, as 
discussed above, except for the interior of the hooks of the fixing frames having 
synthetic rubber material. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to provide the interior of the Strom hooks with a 
rubber synthetic material since it was known in the art that synthetic rubber material on 
the interior of fixing means prevents shifting of the bag being supported by the fixing 
means. 

Regarding claim 8, Strom and Henne disclose the claimed invention, as 
discussed above, except for the interior of the outer pocket having a plurality of sub- 
pockets. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to provide the interior of the Strom outer pocket with a plurality 
of sub-pockets since it was known in the art that sub-pockets on an outer pocket 
enhance storage organization. 

Regarding claims 9 and 10, Strom and Henne disclose the claimed invention, as 
discussed above, except for the edge of the entrance to the shopping bag having elastic 
rubber. It would have been obvious to one having ordinary skill in the art at the time the 
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invention was made to provide the edge of the entrance to the shopping bag of Strom 
with elastic rubber since it was known in the art that elastic rubber in the edge of the 
entrance of bags biases the entrance to the bag into closed configuration. 

12. Claims 5 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Strom and Henne as applied to claim 1 above, and further in view of U.S. Patent No. 
6,640,856 to Tucker. 

Strom and Henne disclose the claimed device except for the bottom portion of 
the outer pocket having a solid material and snapper. Tucker discloses that it is known 
in the art to provide the bottom portion of an analogous bag with a solid material and 
snapper. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to provide the bottom portion of the Strom outer pocket with the 
solid material and snapper of Tucker, in order to strengthen the bottom of the outer 
pocket and to maintain the outer pocket in a decreased volume when not in use. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

14. Applicant is duly reminded that a complete response must satisfy the 
requirements of 37 C.F. R. 1.111, including: "The reply must present arguments pointing 
out the specific distinctions believed to render the claims, including any newly presented 
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claims, patentable over any applied references. A general allegation that the claims 
"define a patentable invention" without specifically pointing out how the language of the 
claims patentably distinguishes them from the references does not comply with the 
requirements of this section. Moreover, "The prompt development of a clear Issue 
requires that the replies of the applicant meet the objections to and rejections of the 
claims." Applicant should also specifically point out the support for any amendments 
made to the disclosure. See MPEP 2163.06 11(A), MPEP 2163.06 and MPEP 714.02. 
The "disclosure" includes the claims, the specification and the drawings. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jes F. Pascua whose telephone number is 571-272- 
4546. The examiner can normally be reached on Mon.-Thurs.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan J. Newhouse can be reached on 571-272-4544. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Jes F. Pascua 
Primary Examiner 
Art Unit 3727 



JFP 



